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DETAILED ACTION 

Specification 

1 . The disclosure is objected to because of the following informalities: on page 41 line 16 
the reference numerals "450" and "510" have both been used to designate "arm positioners". 

Appropriate correction is required. 

2. Claim 1 1 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the 
enablement requirement. The claim(s) contains subject matter which was not described in the 
specification in such a way as to enable one skilled in the art to which it pertains, or with which 
it is most nearly connected, to make and/or use the invention. The specification/drawings do not 
disclose a steering assembly that is actuated between the steering and non-steering position by 
rotation of the shaft in addition to having an actuator supported by the frame adapted to exert a 
radial force on a borehole-engaging member when in the steering position. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 12, 22, 29-33, 41 and 48 are rejected under 35 U.S.C. 102(a) as being anticipated 
by the pre-grant publication '362 to Rankin et al. (hereafter Rankin et al. '362). Rankin et al. (fig. 
6 and 9-13) discloses a guidable reamer assembly. It has a cutting member (322), a support 
member (3 10, a movable shaft (324) and a steering assembly (332). The steering assembly is 
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movable between a steering and non-steering position. This movement offsets the axis of the 
cutter from the axis of the support member. The support member supports the steering assembly. 
The cutting member is advanced through rotation. The assembly has a beacon (32) that senses 
the orientation of the deviation prior to the cutting member reaching the deviation. 

5. Claims 1, 2, 7, 12, 22, 29-33, 41 and 48 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Webb et al. Webb et al. (fig. 40-45) discloses a guidable assembly. It has a 
cutting member (105), a support member (451), a movable shaft (101) and a steering assembly 
(223, 461). The steering assembly is movable between a steering and non-steering position in 
response to the movable shaft. The steering offsets the axis of the cutter from the axis of the 
support member. The support member supports the steering assembly. The cutting member is 
advanced through rotation. The assembly has a beacon (361, 371) that senses the orientation of 
the deviation prior to the cutting member reaching the deviation. The steering assembly is 
composed of outer (461) and inner (223) cams, which are both eccentric. The shaft is connected 
to the inner cam. 

6. Claims 1-9, 12, 22-24, 29, 31-33, 41-43 and 48 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Comeau et al. Comeau et al. (fig. 2b, 3b, 4e, 4f) discloses a guidable 
assembly. It has a cutting member (22), a support member (88, 252), a movable shaft (24) and a 
steering assembly (92). The steering assembly is movable between a steering (fig. 3b) and non- 
steering (fig. 2b) position in response to the movable shaft. The steering offsets the axis of the 
cutter from the axis of the support member. The support member supports the steering assembly. 
The cutting member is advanced through rotation. The assembly has a beacon (361, 371) that 
senses the orientation of the deviation prior to the cutting member reaching the deviation. The 
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steering assembly is composed of outer (156) and inner (158) cams, which are both eccentric. 
The shaft is connected to the inner cam. The cams are supported in a housing (46). There is a 
clutch (184) operable in response to the movable shaft to fix the outer eccentric cam in position. 
The support member is radially extendable (252). There is a plurality of borehole engaging 
members (254, 268) designed to limit rotation of the support member. The borehole engaging 
members are actuated by a spring. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 10, 25 and 44 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Comeau et al. Comeau et al. shows all the limitations of the claimed invention, except it does 
not disclose that a hydraulic cylinder actuates the borehole engaging members. It does disclose 
that the engaging members may be actuated by any method, mechanism structure or device (col. 
45 lines 57-59). It is taken as Official Notice that a common method of actuation of an 
expandable member is a hydraulic cylinder. Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to use a hydraulic cylinder to actuate 
the engaging members of Comeau et al. This would be done to have operator control over 
extension and retraction. 

9. Claims 23, 24, 42 and 43 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Rankin et al. '362 or Webb et al. in view of the pre-grant publication '598 to Rozendaal et al. 
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(hereafter Rozendaal et al '598). Rankin et al. '362 or Webb et al. shows all the limitations of 
the claimed invention, except it does not disclose that there is a plurality of borehole engaging 
members on the frame to limit rotation of the frame, nor does it disclose that the engaging 
members are actuated by an actuator. Rozendaal et al. '598 (fig. 1) discloses a support member 
with a frame and a plurality of support members (23) on the frame that limit rotation. These 
members are actuated with a spring (27). It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to use the members and actuator of Rozendaal et al. 
'598 with the apparatus of Rankin et al. '362 or Webb et al. This would be done to limit rotation 
of the support as taught by Rozendaal et al. '598 (col. 4 lines 1-9) 

10. Claims 23-25 and 42-44 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Rankin et al. '362 or Webb et al. in view of the pre-grant publication '598 to Anderson et al. 
Rankin et al. '362 shows all the limitations of the claimed invention, except it does not disclose 
that there is a plurality of borehole engaging members on the frame to limit rotation of the frame, 
nor does it disclose that the engaging members are actuated by an actuator. In addition, it does 
not disclose that the actuator is a hydraulic cylinder. Anderson et al. (fig. 1, 3 and 14-17) 
discloses a support member that is located on a frame with borehole engaging members (46, 170) 
that are hydraulically actuated and will limit rotation of the frame. It would have been obvious 
to one of ordinary skill in the art at the time the invention was made to use the members and 
actuator of Anderson et al. with the apparatus of Rankin et al. '362. This would be done to 
provide additional stabilization to the reamer. 

1 1 . Claims 28 and 46 are rejected under 35 U.S.C. 103(a) as being unpatentable over Rankin 
et al. '362 in view of the pre-grant publication '428 to Wentworth et al. (hereafter Wentworth et 
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al. '428). Rankin et al. '362 shows all the limitations of the claimed invention, except it does not 
disclose that the drill string has a housing with a beacon in it that is adapted to sense the 
orientation of the housing of the beacon. Wentworth et al. '428 (fig. 10) discloses a beacon (62) 
within a housing in the drill string that senses the orientation of the string. It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to use the sonde of 
Wentworth et al. '428 with the apparatus of Rankin et al. '362. This would be done to allow the 
orientation of the cutter to be transmitted further from the cutter to allow real-time changes to be 
made to the cutting direction. 

12. Claim 47 is rejected under 35 U.S.C. 103(a) as being unpatentable over Rozendaal et al. 
'598 in view of the German document '992 to Bergwerksverband GMBH (hereafter DE 6 992). 
Rozendaal et al '598 discloses a rotary drive system and a drill string with a first and second end 
connected to the drive system. There is a guidable reamer assembly on the drill string that has a 
cutting member (19). It does not disclose that the drill string is made of an independent outer 
member and inner member and that the cutter moves in response to the inner member and a 
steering assembly moves in response to the outer member. DE '992 discloses a drill string with 
an inner member for rotating a cutter and an outer member for rotating a steering assembly (10). 
It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to use the string of DE '992 with the apparatus of Rozendaal et al. '598. This would be done to 
provide the backreamer of Rozendaal et al. '598 with a steering capability. 
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Allowable Subject Matter 

13. Claims 13-21, 26, 27, 34-40 and 45 objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Brotherton et al, Alft et al. '263, Van Houwelingen et al., Osadchuck, and the pre- 
grant publications to Payne et al. '467, Michael et al. '992 and Jin et al. '013 all show similar 
elements to the present invention. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel P. Stephenson whose telephone number is (571) 272- 
7035. The examiner can normally be reached on 8:30 - 5:00 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David J. Bagnell can be reached on (571) 272-6999. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Supervisory Patent Examiner 
Art Unit 3672 
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